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Sir; 



The following remarks are respectfully submitted in reply to the Examiner's Answer dated 
April 19, 2006. . 



Remarks 

Appellants' stand by the position taken in their main Brief on Appeal. It is ijoted that the fix- 
aminer has essentially merely reiterated her original position. This position is, however, deemed to 
be in error as explained in the arguments of the main Brief on Appeal. 

It is noted also that the Examiner criticized that appellants had argued me referenced ; mmridu- 
aJly and nbt their combination, pointing out that non-obviousness cannot be shown by attacking ref- 
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etences individually where the rejection is based on a combination of references.*) it is ^1 settled 
thatthe motivation to modify or to combine referenceshas toflowfrom some teaching or suggestion 
of the prior art. 2 ) ./^T^ 

Also,merequirementofSection 1 03(a)«atmetimememventionw^ 
^blehmdsisht-Itis^^butne^ssarymat^ 

taught . . . about the claimed invention and cast the mind back to the time the invention was made 
(often as here many years), to occupy the mind of one skilled in the art who is presented only wim 
the references, and who is normally guided by the then-accepted wisdom in the art MoreoveV 
a prior art. reference must be considered in its entirety, i.e., as a whole, including portions that would 
lead away from the claimed invention.*) The mere fact that references can be combined does not 
render theresuttantcombinationo^ 

bination,*) and citing references which merely indicated that isolated elements and/or features re- 
cited m me daiite are blown is not a sufficient basis 

elements would have been obvious absent evidence of a motivating force which would impelperl 
sons skilled in the art to do what the applicant has done. 

To the extent that appellants addressed the references separately in the Brief on Appeal; the 
respective analysis was provided to specify what the respective reference, considered as ahole rea- 
sonably conveyed to a person of ordinary skill in the art at the time appellants made their invention 
and to determine whether the objective teaching of the referencesprovided the motivation or sugges- 
tion which was necessary to select certain elements fraim me references and to combine mem in such 
a manner as to arrive at the elements and the combination thereof which is set forth in appellants 
claims. In light of the necessity to evaluate the art "at the time the invention was made," appellants 
respectfully disagree with the Examiner's position that the respective remarks are "attacking ; the ref- 
erences individuaily" as the Exaininer would have it. The criticism expressed by the Examiner in the 
Examiner's Answer is therefore not deemed to be justified. 

In light of the foregoing and the reasons already presented in the mam Brief on Appeal* appel- 
lants therefore respectfully maintain their request that the Examiner's decision be reversed. Favor- 
able action is solicited. 

1125, 1127 (Fed.Cu. 1984)); InreVaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Or. 1991). . : ■ . 

3) JT m« 0f * & Assw?iate * Inc - K G <"*x* lnc.,721 R2d 1540, 220 USPQ 303, 313 (Fed. Or. 1983), cen. denied, 4*9 U.S. 851 . 
(1984). 

4) WJ~ Gon & Associates, Inc. v.Gar1od$ltK.,MA. 

(DCDC 1979); ACS Hospital Systems, Inc. v. Montefion Hospital, 732 F.2d X572, 221 USPQ 929 Cir. 
6) Ex parte Hiyamizu 10 USPQ2d 1393 (BPAI 1988). 
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